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Office Action Summary 



Examiner 



pedod for Reply v IS SET TO EXPIRE^S^— MONTH(S) FROM THE MAILING DATE 
A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 

OF THIS COMMUNICATION. ,„„ ^. ^™ -»N™ 

Extensions of time may be available under the prw.s.ons of 37 CFR 1 .136i.a>. no 



Status 

□ Responsive to communication(s) filed on 

□ This action is FINAL. 



□ This action is FINAL. ^_ re nPftftACU tin n as to the merits is closed in 

accordance with the practice under Ex parte Quayle, 1935 uu. , 



Disposition of Claims 

5J/daim(s) 



_ is/are pending in the application. 



Of the above claim(s) 

□ Claim(s) 

[3/Cfaim(s)- 

□ Claim(s)- 

□ Claim(s) 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 

are subject to restriction or election 

requirement. 



Application Papers 

n The proposed drawing correction, filed on 

• Mf u m is/are objected to by the Examiner. 

□ The drawing(s) filed on ,s/e,m ' 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 (a)-(d) 

a/received. 

□ received in Application No. (Series Code/Serial Number) -— - 

□ Reived in this national stage application from the Internafona. Bureau (PCT Rule 1 7.2(a)). 

•Certified copies not received:. ' 

Attachments) 



ttachment(s) j 

formation Disclosure Statements), PTO-1449, Paper No(s)._^— 
Bl^tice of Reference(s) Cited, PTO-892 
□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

Office Action Summary 



□ Interview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other 
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!. The following is a quotation of 35 U.S.C. § 103(a) 

, hp basis for all obviousness rejections set forth in 
which forms the basis ioi 

this Office action: 

(a) A parent .ay not be obtained ~ £ ^ h 

£ ^^S-^ ^Patented ana 
between the subject mat J« 8 ougnt ^ g 

the prior art are such that t he sub} invention 
whole would have been ° bv ^ ^he t 

was made to a P e «°J t h ^l r 0 ^?aS B Patentability 

to which said sub :> ect ^ tte £ P^ nn ;L in which the 
shall not be negatived by the manner m 

invention was made. 
2 . Claims 1-17 are rejected under 35 U.S.C. § 103 (a: as 
being unpatentable over Wienberg, the U.S. equivalent of DE 
19 628317 cited by applicant in the specification on page 2,taken 
either individually, or in view of the Ha^dio^LMh^. 
Second Edition (1977, Chapter 47. The primary reference 
discloses (note particularly Figures ! and 3 , column 1 lines 

a closely related adhesive tape and accompanying method of usrng 
it for flying reel changes in paper finishing machines and the 
like The reference discloses an adhesive tape suitable for 
splicing having a paper backing coated with adhesive on one outer 
sur£ ace and on the opposing inner surface discloses (e.g. Figure 
3, a double sided adhesive tape that can be positioned at one 
side of the paper backing arranged along one of the long edges of 
the adhesive tape, applicant's claimed tape differs primarily rn 
its selection of a film, as opposed to a paper backing. However. 
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the Examiner believes that one of ordinary skill is aware of both 
t'h^dv^tages and disadvantages of both paper and film, i.e. 
polymeric materials, which can be employed as adhesive tape 
backings. Alternatively, the secondary reference discloses, 
particularly at page 725 the fact that paper and film backings 
are often used interchangeably in the art, with the particular 
selection being primarily predicated around an attempt to improve 
the internal strength of the backing, that is, if' a stronger 
material is desired, the polymeric film is utilized, while if not 
the cheaper paper backing is usually the selection of choice. In 
any event, such selections are well known to one of ordinary 
skill in the art. Additionally, as regards the selection of the 
particular location of the double sided adhesive tape (DO) on one 
surface of the tape backing, it is noted that . its position can 
be at the edge or indented as much as 15 mm from one long edge of 
the tape. As such, the reference is believed to specifically 
teach such^locations and it is further believed that Weinberg 
discloses more embodiments than just the positioning of the 
double sided adhesive tape at the edge of the first paper 
backing . 

With respect to the remaining dependent claims, these 
are each believed to be, if not expressly or inherently 
disclosed, obvious modifications to one of ordxnary skill in the 
absence of unexpected results. 
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3 The non-statutory double patenting rejection whether 
of the-obvious-type or non- obvious -type ,s based on a J^xcxally 
r-ypat-ed doctrine grounded m public policy ^a poi^y 

^statute) so . .2 to ^^-^^LSS^ 
timewise extension of the right to excl ^ ; ^ ^ 

I" l\ T ST 2 d 438 16i UsIq 619 (CCPA 1970); In re Van Orna*. 
IsfF^d 937 2ll USPQ 761 (CCPA 1982); In re Longi, 759 F 2d 
8^7, 225 USPi 645 (Fed. Cir. 1985); and In re Goodman, 29 USPQ 2d 
2010 (Fed. Cir. 1993) . 

A timely filed terminal disclaimer in compliance with 
™p i 391 (b) and (c) may be used to overcome an actual or 

be commonly owned with this application. See 37 CFR 1.78 (d) . 

Effective January 1, 1994, a registered attorney or 

ffiLTS^^ffi Is^l^^loj;^ CFR 
3 .73 (b) . 

4. Claims 1-17 are provisionally rejected under the 
judicially created doctrine of obviousness- type double patenting 
as being unpatentable over claims 1-12 of copending Application 
No. 09/518,463 or 09/490,709 in view of the Handbook of 
Adhesives, Second Edition (1977) Chapter 47. The claims are 
substantially identical except for applicant's claiming a "film- 
backing instead of the paper backing shown by each of the 
applications that are relied upon as primary references. 
However, the secondary reference is again relied upon as set 
forth above, showing the well known at least partial equivalence 
of film versus paper backings in the adhesive tape art. 

This is a provisional obviousness -type double patenting 



rejection. 
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5 Applicant has provided evidence in this file showing 
th at the invention was owned by, or subject to an obligation of 

„ Hfv as either Serial No. 09/490,709 or 
assignment to, the same entity as eitne 

09/5X8,463 at the time this invention was made. Accordingly, 
these two copending applications are disqualified as prior art 
through 35 U.S.C. i 102(f) or (g) in any rejection under 35 
0 g C § 103 (.) in this application. However, this applied art 
additionally qualifies as prior art under subsection (e, of 35 
U.S.C. I 102 and accordingly is not disqualified as prior art 

under 35 U.S.C. § 103(a) . 

Applicant may overcome the applied art either by a 

„ 37 TFR 1 132 that the invention disclosed therein 
showing under 37 CFR l.u^ 

was derived from the invention o£ this application, and is 
therefore, not the invention "by another," or by antedating the 

applied art under 37 CFR 1.131. 

6 Claims 1-17 are provisionally rejected under 35 
USCS 103(a) as being obvious over copending Application No. 

09/518, or 09/490,709 Which ^^^J^"^^^ 

instant^l^ti^B^pon^Mi^ effective^- 
filing date of the copending application, it would constitute 
pri or art under 35 U.S.C. , 102(e) if patented. This provisional 
.ejection under 35 U.S.C. , 103(a) is based upon a presumption of 
future patenting of the conflicting application. More 
particularly, the Examiner repeats the combination rejections in 
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whic h the secondary reference is again the n_^^M^^ 

as was earlier set forth above. 

• • .1 rpHPction might be overcome either by a 
This provisional rejection mxyi^ 

showing under 37 CFF. 1.132 that any invention disclosed but not 
clawed in the copending application was derived from the 
inventor of this application and is thus not the invention "by 
another, ■ or by a showing of a date of invention for the instant 
application prior to the effective U.S. filing date of the 
copending application under 37 CFE 1.131. 

7 The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. Kote also the 
U S equivalents of severa! of the cited prior art references. 
That is caudal et al . , Madrzak et al . and Wienberg et al . , as 
well as EP 418527 , A patent Abstract. 

8 Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Daniel 
zi rker whose telephone number is (703, 308-0031. The examiner 
can normally be reached on Honday-Thursday from 8:30 A.M. to 6:00 
The examiner can also be reached on alternate Fridays. 
If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Terrel Morris, can be 
reached on <703, 308-24!4. The fax phone number for this Group 
is (703) 872-9310. 



P.M. 



Serial No. 09/728,839 
Art Unit 1771 



■ f a aeneral nature or relating to the 

sta tus of this application 3o8 _ o66i 

^ t-oipnhone number w 
the Group receptionist whose telepho 
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